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1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 1-10 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 1 , "and the molecule may contain a hetroatom or a halogen atom," seems 
redundant as oxygen is a hetero atom. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, iFlhc differences between the subject matter sought to be patented and the prior art are 
such that the subject mailer as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in ihc arl to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which Ihe invention was made. 

4. Claims 1-3 and 5-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Toba 
et al. JP 06-175565 and Ohe et al. '345. 

Toba et al. JP 06-175565 (translation attached) teaches a holographic recording medium 
conprising a crosslinkable polymer, a free radically polymerizble compound (monomer), a 
cyanine dyes, a sulphonium borate photoiniaitor. The examiner notes the polymers (t,u,v) on 
page 12, which are used in examples 26,27 and 31 in the table on page 15. The use of heat to fix 
the composition is disclosed. [0052]. The use of other additives including plasticizers, and chain 
transfer agents is disclosed. [0046]. The resulting holograms have high stability, sensitivity and 
the diffraction efficiency [0047,0080]. Usefiil monomers including triethylene glycol acrylates 
are disclosed. [0013-0014] 
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Ohe et al. '345 teaches the addition of a cationically curable monomer increases thermal 
stability while allowing the free radical monomer migration (4/52-5/16 and 5/58-6/5). The 
epoxy is an oligomer which is cured by use of heat or light to form a three dimensional matrix 
(1 1/48-39) Example 1 uses triethylene glycol triacrylate (21/38-22/7) 

It would have been obvious to one skilled in the art to modify the invention of Toba et al. 
JP 06-175565 by adding thermally curable epoxy and curing agent and heat curing as taught by 
Ohe et al. '345 to increase the stability of the resulting hologram while allowing monomer 
migration, as this is congruent with the issues raised in Toba et al. JP 06-175565 and the heat 
treatment fixation described therein. Alternatively it would have been obvious to modify 
example 1 of Ohe et al. '345 by adding a crosslinkable polymer, such as polymers t,u or v, taught 
by Toba et al. JP 06-175565, exposing the material holographically and heat fixing it, with a 
reasonable expectation of success based upon the common heat fixation and holographic 
recording and the compatibility with triethylene glycol acrylate compositions. 
5. Claims 1-10 are rejected mder 35 U.S.C. 103(a) as being unpatentable over Toba et al. 
JP 06-175565 and Ohe et al. '345, fiirther in view of Kawaguchi et al. JP 2005-126688. 

Kawaguchi et al. JP 2005-126688 teaches in example 6, the composition of example 5 
with a chain transfer agent added. [0080] The example 5 blends irgacure 907 [2-methyl-l-[4- 
(methylthio)phenyl]-2-morpholinopropan-l-one] with syndiotactic PVMA produced in example 
1 and exposure to UV light to record a refractive index image. The addition of sensitizers is 
disclosed and the reference is made to the photoinitiation system of US 3652275 and the use of 
visible light is disclosed. [0053-0055] 
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In addition to the basis above, it would have been obvious to modify the invention 
rendered obvious by the combination of Toba et al. JP 06-175565 and Ohe et al. '345 by using 
other polymers with ethylenically unsaturated side chain such as the PVMA polymers of 
Kwaguchi et al. JP 2005-126688 with a reasonable expectation of success based upon these 
polymer being embraced by the language of Toba et al. JP 06-175565 and the formation of 
refractive index (polymerization) images in all of the references. 

The apphcant may prefect priority to obviate this rejection. 

6. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timcwisc extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); fn re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 



7. Claims 1-10 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1,2,5-9 and 1 1-18 of copending Application 
No. 10/574478 (US 2007/0066705) in view of Toba et al. JP 06-175565 and Ohe et al. '345 
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It would have been obvious to one skilled in the art to modify the claimed invention of 
copending Application No. 10/574478 by adding thermally curable epoxy and curing agent and 
heat curing as taught by Ohe et al. '345 to increase the stability of the resulting hologram while 
allowing monomer migration with a reasonable expectation of success based upon the conmion 
heat fixation and holographic recording and the compatibility with acrylate monomer 
compositions as evidenced by Toba et al. JP 06-175565 

This is a provisional obviousness-type double patenting rejection. 

This application has been allowed, so the provisional nature of this rejection may be 
withdrawn. 

8 . Claims 1 - 1 0 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-3 of copending Application No. 1 1/631 189 
(US 2008/0305404) in view of Toba et al. JP 06-175565 and Ohe et al. '345 

It would have been obvious to one skilled in the art to modify the claimed invention of 
copending Application No. 1 1/631 189 by adding thermally curable epoxy and curing agent and 
heat curing as taught by Ohe et al. '345 to increase the stability of the resulting hologram while 
allowing monomer migration with a reasonable expectation of success based upon the common 
heat fixation and holographic recording and the compatibility with acrylate monomer 
compositions as evidenced by Toba et al. JP 06-175565 

This is a provisional obviousness-type double patenting rejection. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Martin J. Angebranndt whose telephone number is 571-272-1378. 
The examiner can normally be reached on Monday-Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Martin J Angebranndt/ 
Primary Examiner, Art Unit 1795 

Martin J Angebranndt 
Primary Examiner 
Art Unit 1795 
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